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Amendments to the Drawings: 

The attached replacement sheets of drawings include Figures 2, 8 and 9 on 3 pages. 
Attachment: Replacement Sheets 



13 of 18 



Appi. No. 10/507,351 

Amdt. dated December 13, 2007 

Reply to Office Action of July 16, 2007 

REMARKS 

Amendments to the Claims 

Applicants appreciate the withdrawal of the restriction requirement. Applicant 
also appreciates the careful review of the claims in this Office Action. Claims 1-47 were 
present in this application. Applicant has canceled claims 31-34 with this amendment, 
leaving claims 1-30 and 35-47 under examination with entry of the present Amendment. 
Claims 1, 4, 5, 7-9, 11, 12, 15-18, 20-22, 24, 26, 28-30, 35, 38, 39, and 44 are 
amended as discussed below in view of the Office Action rejections under 101 and 112. 

No new matter has been added with the amendments made herein. Support for 
the amendments is found throughout the application and in the as-filed claims. 
Applicants believe that the new and amended claims better define the invention in a 
manner supported by the original application, and in a manner so as to render moot the 
rejections as set out below. 

Information Disclosure Statement 

Applicant filed an Information Disclosure Statement on February 10, 2005 which 
included a three page PTO-Form 1449 (copy of Express Mail receipt and return 
postcard stamped by the Patent Office which indicates a three page Form 1449 was 
submitted on February 10, 2005 are enclosed). In addition, the Patent Office PAIR 
system shows a four page IDS filed on February 10, 2005 (which includes a one page 
Information Disclosure Statement and three page 1449). Only the last page of this 
PTO-Form 1449 was returned to Applicant with the current Office Action. With this 
response, Applicant resubmits the entire Information Disclosure Statement including the 
three page PTO-Form 1449. Copies of required references were sent with the 
submission on February 10, 2005 and are not included again, however, will be sent 
upon request. Applicant respectfully requests the Examiner return the entire PTO-Form 
1449 initialed to indicate consideration of the references listed therein by the Examiner. 
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Amendments to the Drawings 

The Office Action states that "figures 2, 8, and 9 of what appears to be 
replacement drawings filed 2/24/05 are not discernible. Further, although these appear 
to be replacement drawings, the replacements sheets are not labeled as such." New 
Figures 2, 8 and 9 enclosed herewith, now labeled as replacement sheets, represent 
the best images available to Applicants for these thermographic images. The 
thermographic images were originally based on color images and have been printed in 
black and white. The drawings are now believed to be discernible. The drawings are 
believed to comply with 37 C.F.R. 1 .121(d) and 37 C.F.R. 1.84. Entry of these 
replacement sheets is respectfully requested. 



Claim Rejections under 35 U.S.C. §101 

The Office Action states that claims 1-47 are rejected under 35 U.S.C. 101 
because the invention is directed to non-statutory subject matter. The Office Action 
also states that: 



Claims 1-34 and 42-47 are drawn to a process. A statutory process must include 
a step of a physical transformation, or produce a useful, concrete, and tangible 
result (State Street Bank 7 Trust Co. v. Signature Financial Group inc. CAFC 47 
USPQ2d 1596 (1998), AT&T Corp. v. Excel Communications Inc. (CAFC 50 
USPQ2d 1447 (1999)). ... In determining if the claimed subject matter produces 
useful, concrete, and tangible result, the Examiner must determine each 
standard individually. For a claim to be "useful", the claim must produce a result 
that is specific, and substantial. For a claim to be "concrete", the process must 
have a result that is reproducible. For a claim to be "tangible", the process must 
produce a real world result. Furthermore, the claim must be limited only to 
statutory embodiments. 

With respect claims 35-41 , the placement of non-statutory method in an 
apparatus does not provide for a statutory invention. 

Claims 1-47 do not provide for the inventions that produce a tangible result. A 
tangible result requires that the claim must set forth a practical application to 
produce a real-world result. This rejection could be overcome by amendment of 
the claims to recite that a result of the method is outputted to a display or a 
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memory or another computer on a network, or to a user, or by including a 
physical transformation. 

Applicants respectfully disagree with this rejection. However, without 
acquiescing, but to further prosecution, Applicants have amended each of the 
independent claims to recite the outputting step or output means, as suggested in the 
Office Action. For example, claim 1 is revised to recite the additional step of "outputting 
the predicted value of the composition characteristic of the test antler to a computer, 
memory, display or printer". Applicants note that support for these revisions are found 
in the original specification and claims, which recite computer and storage means (see 
page 16, second paragraph, for example), computer hardware monitor/printer and 
software programs (page 17, second paragraph, for example), and displaying results 
as a notification on the screen (page 22, last two paragraphs, for example). 
Reconsideration and withdrawal of the 101 rejection is respectfully requested. 

Claim Rejections under 35 U.S.C. §112 

The Office Action states that claims 1-20 and 25-47 are rejected under 35 U.S.C. 
112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which the applicant regards as the invention. The 
Office Action notes several instances where it is not clear whether test or sample 
images is meant, test or sample antler is meant, or where the claim term lacks 
antecedent basis. Applicants have now amended all of the claims referred to in the 
Office Action to better clarify test and sample images and test and sample antlers, and 
to address antecedent or clarity of wording issues. Applicants have also amended 
certain of the claims, including claim 1 to clarify between "temperature" and "non- 
temperature" input variables, and to refer to the "predicted" value of the composition 
characteristic. The claims are also amended to add letters before the steps of the 
claims to better enable reference back to a step in the same claim or in a subsequent 
claim. Claim 12 is amended to clarify that, when a temperature change is used, the 
sample and test images are obtained in vitro (not in vivo). As a result of the latter 
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change, claims 15 and 16 are further amended to delete the redundant reference to in 
vitro. Claims 15 and 16 are also revised to clarify that value of the temperature change 
from previous steps is used as an additional input variable in the predictive model, and 
to delete the reference to high calcification and low metabolic activity in favor of the 
composition characteristic, as supported in claim 1 . Claim 20 is amended to clarify that 
the method relates to generating a comparative value of an internal composition 
characteristic, and to substitute "comparing" for "scoring". Claim 22 is likewise 
amended to substitute "comparing" for "scoring", again to clarify the method step. 
Claim 26 is amended to clarify that the claim relates to a test antler, and to identify first 
time and second time tip images, and first time and second time base images, to clarify 
which images are being processed in the various steps. Claims 28, 29 and 30 are 
similarly amended to use consistent language to the base claim 26. Since claims 26 - 
30 relate to making the decision of when to harvest the test antler, claims 31-34 
directed to in vitro, warming and cooling, have been deleted. It is believed that the 
amendments to the claims are all supported by the original claims and fully address the 
1 12 issues. Reconsideration and withdrawal of the rejection is respectfully requested. 
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Conclusion 

In view of the foregoing, it is submitted that this case is in condition for 
allowance, and passage to issuance is respectfully requested. If there are any 
outstanding issues related to patentability, the courtesy of a telephone interview is 
requested, and the Examiner is invited to call to arrange a mutually convenient time. 

This response is accompanied by a Petition for Extension of Time (two months) 
and authorization to charge the Deposit Account 07-1969 in the amount of $460 for a 
large entity. It is believed that this response does not necessitate the payment of any 
additional fees under 37 C.F.R. 1.16-1.17. If this is incorrect, however, please charge 
any additional fees due, including the fees for any extensions of time required, to 
Deposit Account No.07-1969. 



GREENLEE, WINNER & SULLIVAN, P.C. 
4875 Pearl East Circle, Suite 200 
Boulder, CO 80301 
Telephone: (303) 499-8080 
Facsimile: (303) 499-8089 
Email: usptomail@greenwin.com 
Attorney docket No. 23-02 



Respectfully submitted, 



Susan Doughty 
Reg. No. 43,595 
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